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DETAILED ACTION 
Priority 

1 . Certified translation of the foreign priority received. Effective filing date is 7/8/02. 
The Examiner thusly withdraws the previous rejection and sets forth new grounds 
below. 

Claim Rejections - 35 (JSC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-8, 10 and 12-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Terada (US 6326440) in view of Obuchi (JP 2001-049098). 

Terada discloses biodegradable films comprising polylactic acid and polyesters. 
Said composition comprises 80-20% polylactic acid and 20-80% polyester (abstract). 
Terada further discloses the use of a polyester which has a Tg of less than OC in order 
to improve shock and cold resistance (Column 5 Lines 15-17). Terada discloses the 
thickness of the film to be around 40 micrometers (Column 8 Line 66) however Terada 
does not include the use of a film thickness of between 100 and 500 microns, as further 
required by Claim 1. 

Obuchi discloses resin compositions comprising a blend of polyester elastomers 
and polylactic acid (abstract), a composition similar to that of Terada. Said blend is 
used for various films [0051]. Obuchi discloses the use of films which have a thickness 
which ranges from 5-1000 microns. The thickness is chosen depeding on the desired 
end use, wherein a thinner film has more flexibility and can be used for shopping bags, 
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garbage bags and the like [0051] and a thicker film can be used for lunch containers, 
forks, spoons, bottles and the like [0052]. The choice of thickness will result in optimum 
properties for the intended use. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Terada the use of a film thickness range of 5-1000 microns, as 
taught by Obuchi, in order to form the desired products with superior properties. As the 
compositional elements are met it is the Examiners position that the crystallization of 
45% or less are inherent, thusly all the limitations for claimi are met. 

Further, in claims 1-6 and 12-15, the recitation "for molding" has been given little 
patentable weight because the recitation occurs in the preamble. A preamble is 
generally not accorded patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152. 88 USPQ 478. 481 (CCPA 1951). 

In the instant case, the preamble merely recites the intended use of the 
composition, wherein the prior art can meet this future limitation by merely being 
capable of such intended use. 

As the compositional requirements are met the Examiner finds the Tm, degree of 
crystallization and volume reduction ratio to be inherent in the claims. Thusly, Terada 
and Obuchi meet the limitations of Claim s 1-6 and 12-15. 
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Terada does not disclose molded articles from the biodegradable film as further 
required by Claims 7, 8 and 10. The film of Terada has superior physically properties 
such as biodegradability and heat sealability. 

Obuchi discloses film resins as set forth above. Said films are further molded by 
vacuum forming, blow processing and the like [0060]. The selection of a known 
material based on its suitability for Its intended use supported a prima facie obviousness 
determination in Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 USPQ 
297 (1945). See also. In re Leshin, 227 F.2d 197. 125 USPQ 416 (CCPA 1960) 
wherein the selection of a known plastic to make a container of a type made of plastics 
prior to the invention was held to be obvious. As such it would have been obvious to 
one of ordinary skill In the art at the time of the invention to include in Terada the use of 
the film for vacuum forming, blow processing and the like, as taught by Obuchi, in order 
to form molded objects with superior biodegradability and heat sealability. 

As the compositional requirements are met the Examiner finds the volume 
reduction ration of 6% or less to be inherent in Claims 5, 7 and 8, thusly all the 
limitations of said claims are met. 

3. Claims 9 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Terada and Obuchi In further view of Obuchi (US 2002/0002252). 

Terada and Obuchi Include elements of the invention as set forth above. Terada 
and Obuchi do not disclose post crystallization of the molded article, as further required 
by the above claims. 
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Obuchi '252 discloses a process for preparing formed items from polyester 
resins. Said items may be crystallized after processing (abstract). Obuchi '252 
discloses that increasing the crystallinity improves the thermal resistance of the item 
[0015]. Post crystallization is carried out at a temperature in between the glass 
transition temperature and the melting point of the composition [0137]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Terada and Obuchi the use of post crystallization, as taught by 
Obuchi '252, in order to improve the thermal resistance of the molding article. Since the 
compositional elements are met it is the Examiner's position that the volume reduction 
ratio is inherently met by Terada/Obuchi and Obuchi *252. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Toscano whose telephone number is 571-272- 
2451 . The examiner can normally be reached on Monday to Friday 8:30 AM to 5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



AMT 



SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 




